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DETAILED ACTION 

1 ) This is a Nonfinal rejection in response to application filed on March 30, 2004. 

2) Claims 1-69 are pending. 

3) Effective filing date is 3/30/2004. 

Claim Rejections - 35 USC § 101 

4) 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-69 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 1-69 set forth non-functional descriptive 
material but fail to set forth physical structures or materials comprising of hardware or a 
combination of hardware and software within the technological arts (ie M a computer) to 
produce a "useful, concrete and tangible" result. For example, independent claims 1, 
21 , 34, 44, 51,61, 68 and 69, the "method", "product" and "process reads on a mental 
construct/abstract idea or at best a computer program, per se. The language such as 
"electronic representation", etc, does not clearly define structural elements and are not 
tangibly embodied on a computer readable medium. Claims 1-69 are interpreted as 
software per se, abstract ideas or mental construct and not tangibly embodied on a 
computer readable medium or hardware. 
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Claim Rejections - 35 USC §112 

5) The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5- 1 ) Claim 9, 29, 39, 49, 56 and 66 recites the limitation "the created composite 
electronic document ' in claims 9, 29, 39, 49, 56 and 66. There is insufficient antecedent 
basis for this limitation in the claim. There is no prior creation of a document that is 
composite and electronic. 

Claim Rejections - 35 USC § 103 

6) The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6- 1) Claims 1-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Irons et al (US 20020111960, published on Aug 15, 2002). 

Regarding independent claims 1, 21, 34, 44, 51, 61, 68 and 69, Irons teaches 
receiving an electronic representation of a document; extracting a feature from the 
electronic representation of the document; comparing the feature to the recorded 
information to determine information in the recorded information that matches the 
feature; and determining information to insert based on the information in the recorded 
information that matches the feature and the received electronic representation of a 
document Irons discloses a method for simultaneously managing paper-based 
documents and digital images of the same, simultaneously (Abstract section), where a 
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unique global identifier is affixed directly on the document (para 39). The process 
involves scanning the paper document to create a digital image of document, extracting 
the global unique identifier from the digital image of the label (page 4, paragraph 39), 
which allows indexing for storage and future retrieval processes (para 40). Since the 
two global unique identifiers match, the identifier is used to effectively link the document 
image to the record in the database, facilitating later retrieval of the document image, 
via the index (para 48). 

Irons does not expressly teach creating a composite electronic representation 
comprising the determined information, but Irons does suggest it based on it's 
disclosure. Irons discloses the paper document linked to the imaged document and 
joined by the globally unique identifier which can be the file name or the basis for 
creating the file name used in naming the digital image of the paper-based document, 
thereby linking the paper-based document and the subsequently created digital image 
of the paper-based document (para 49). The Examiner interprets this linking as 
equivalent to a composite electronic representation. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to interpret Irons' disclosure of paper document linked to the imaged 
document and joined by the globally unique identifier which can be the file name or the 
basis for creating the file name used in naming the digital image of the paper-based 
document as equivalent to the claimed composite electronic representation, providing 
the benefit of allowing a user to quickly and easily gain access to the electronic images 
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of paper-based documents (para 50) and simultaneously managing the linked paper 
documents (Abstract section). 

Regarding claims 2, 22, 35, 45 and 52, Irons teaches determining association 
information for the recorded information that matches the feature. Irons discloses, 
linking the document image to the record in the database by matching the two global 
unique identifiers, facilitating later retrieval of the document image, via the index (para 
48). 

Regarding claims 3, 23, 46 and 63, Irons teaches association information including 
source information for the recorded information. Irons discloses attaching a global 
unique identifier to the paper document with an adhesive backed label, indexing the 
digital image of the paper document based on the information captured prior to the 
imaging and the image is linked to the physical document by the identifier (para 20). 
The examiner interprets the identifier as describing the source of the image, namely the 
linked paper document. Additionally, other descriptive information is used to identify the 
document (author)(para 48). The date is provided as descriptive information for the 
document (para 48), which the examiner interprets as time information because date is 
a temporal description. 

Regarding claims 4, 36 and 53, Irons teaches associating the associating the 
association information with the determined information in the composite electronic 
representation. Irons discloses the paper document linked to the imaged document and 
joined by the globally unique identifier which can be the file name or the basis for 
creating the file name used in naming the digital image of the paper-based document, 
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thereby linking the paper-based document and the subsequently created digital image 
of the paper-based document (para 49). 

Regarding claims 5, 24, 37, 47, 54 and 64, Irons teaches receiving a selection of the 
determined information in the composite electronic representation; and using the 
association information for the determined information to access recorded information. 
Irons discloses selectively retrieving either or both the paper based document and/or a 
digital image of the paper-based document, based on the information captured prior to 
the image operation (ie., using the globally unique identifier as the basis for the file 
name of the image linked to the record in the image database)(para 20, para 49). 
Regarding claims 6, 25, 38 and 55, Irons teaches accessing recorded information 
using the determined information. Irons discloses selectively retrieving either or both 
the paper based document and/or a digital image of the paper-based document, based 
on the information captured prior to the image operation (ie., using the globally unique 
identifier as the basis for the file name of the image linked to the record in the image 
database)(para 20, para 49). 

Regarding claims 7 and 26, Irons teaches displaying the accessed recorded 
information. Irons discloses retrieving the digital image with a web browser on the user 
interface and then displays the image (para 89). 

Regarding claims 8 and 27, Irons teaches playing the accessed information. 
Examiner interprets playing as equivalent to displaying. Irons discloses retrieving the 
digital image with a web browser on the user interface and then displays the image 
(para 89). 
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Regarding claims 9, 29, 39, 49, 56 and 66, Irons discloses storing the created 
composite electronic document. Irons discloses generating a bit mapped image for 
processing the image of the paper-based document (para 85). 
Regarding claims 10, 28, 40, 48, 57 and 65, Irons teaches determining metadata 
using the recorded information that matches the one or more features, wherein the 
composite electronic representation includes the metadata. Irons discloses a unique 
identifier that will be the file name used in naming the digital image of the paper-base 
document which links the paper-based document (para 49; para 47 specifically teaches 
meta-data). 

Regarding claims 11, 41 and 58, Irons teaches received electronic representation of 
the paper document includes notes taken by a user, wherein the created composite 
electronic representation includes the notes taken by the user. 
Regarding claims 12, Irons teaches determining the feature in one or more feature in 
the image; and extracting the feature. Irons discloses where an image of the paper- 
based document is used to generate a bit mapped image and the bit map is searched 
for data blocks which are the candidates for the bar codes which are used to determine 
the content of each unique object (para 85). 

Regarding claim 13, Irons teaches determining a document that includes the recorded 
information using the extracted one or more feature. Irons discloses where an image of 
the paper-based document is used to generate a bit mapped image and the bit map is 
searched for data blocks which are the candidates for the bar codes which are used to 
determine the content of each unique object (para 85). 
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Regarding claims 14 and 62, Irons teaches determining a portion of the document that 
includes the information that matches the one or more features. Irons discloses where 
an image of the paper-based document is used to generate a bit mapped image and the 
bit map is searched for data blocks which are the candidates for the bar codes which 
are used to determine the content of each unique object (para 85). 
Regarding claims 15, 31, 42 and 59, Irons teaches an identifier to a location in the 
recorded information, wherein the information in the recorded information that matches 
the feature is determined using the identifier. Irons discloses where an image of the 
paper-based document is used to generate a bit mapped image and the bit map is 
searched for data blocks which are the candidates for the bar codes which are used to 
determine the content of each unique object. Each of the blocks are processed to 
determine the content of each unique object within the data block (para 85). 
Regarding claims 16 and 32, Irons teaches identifier comprises of a barcode. Irons 
discloses where an image of the paper-based document is used to generate a bit 
mapped image and the bit map is searched for data blocks which are the candidates for 
the bar codes which are used to determine the content of each unique object (para 85). 
Regarding claim 17, Irons teaches receiving a scan of the paper document. Irons 
discloses a document imaging systems which can scan paper-based documents and 
store/retrieve the resulting electronic images (para 11). 

Regarding claim 18, Irons teaches determining an electronic image of the paper 
document. Irons discloses a document imaging systems which can scan paper-based 
documents and store/retrieve the resulting electronic images (para 11). 
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Regarding claims 19 and 33, Irons teaches receiving the electronic representation in 
response to an input from a user indicating that the composite electronic representation 
should be created. Irons discloses a user indexing and label a document prior to 
scanning/imaging and then using the standard imaging equipment to create digital 
images of the paper-based documents (para 20). 

Regarding claims 20, 30, 43, 60, 67 and 50, Irons teaches paper document. Irons 
discloses transforming paper-based documents into digital images of the paper 
document (para 20). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gautam Sain whose telephone number is 571-272- 
4096. The examiner can normally be reached on M-F 9-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



GS * 




